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MONEY RECOVERIES IN PATENT SUITS.

ONE of the most difficult problems connected with a patent
system is the regulation of the amount to be recovered in suits
for infringement.' The established principles of law and equity
furnish a guide for its solution; but the subject-matter is so
peculiar that their application requires constant attention, not
only to the abstract nature of patent property, but especially to
the manner in which it is dealt with, and in which, in the ordi-
nary affairs of men, revenue is derived from it.

The *Constitution does not permit inventors to be rewarded or
stimulated by grants of the public money. It only allows them
to reap part of the fruits of their ingenuity, by laws "securing to
them for a limited time the exclusive right to their inventions or
discoveries." 2 This does not exist as a right, nor indeed is the
language of the Constitution fulfilled unless they are "secured,"
so far as law can secure them, in the undisturbed and exclusive
enjoyment of it. A patent right is the only property which can
be trespassed upon without the owner's knowledge, in every part
of the country, by an innumerable number of trespassers at the
same time. The owner can neither watch it, nor protect it by
physical force, nor by the aid of the police or of the criminal
law. He thus necessarily requires more efficient civil remedies
than those do the protection of whose property does not depend
upon civil remedies alone; and he is not properly protected
unless a civil remedy is afforded, which, on the one hand, takes
away from the wrong-doer (who is not exposed to the force of the
criminal law) all hope for profit by his wrong-doing, and, on the

1 This subject was considerably discussed in an article on the patent system in

our number of October, 1877.
2 Constitution, art. 1, § 8.
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MONEY RECOVERIES IN PATENT SUITS.

other hand, offers to the injured party an ample compensation
for the wrong done. The law professes to accomplish these two
ends by compelling the infringer, upon an accounting in equity, to
pay over all the profits due to his trespass, and by allowing the
injured party to recover "actual damages," either by an action of
trespass, or, since the act of 1870, by an assessment of damages.
How far the law fails to accomplish this with fairness to both
parties will be considered presently. Moreover, inasmuch as the
inventor of one improvement cannot use the improvements of
others, nor even the original machine if that be patented, it is
a constant question, whether the complete machine which one
builds to embody his own invention does not also embody the
invention of a rival inventor. More than half the patent litigation
is of this character. The burden of it is borne by patent owners
as defendants; and they and inventors are therefore very much
interested that the recoveries shall not exceed a just measure.

There seems to be no sufficient reason why the money recovery
should differ on the equity and on the law sides of the court.
The difference has its origin in the character of the two tribunals,
and is therefore defensible as matter of law'; but there is prob-
ably no difficulty, even under the Seventh Amendment to the
Constitution, in continuing the provisions of the act of 1870 which
allow equity to give either damages or profits, 1 or in allowing a
court of law to do the same by the intervention of an auditor or
proper accounting officer. It should be done, however, not by
overlooking the distinction, which exists in the nature of things,
but by conferring upon courts of law power in both respects
as courts of equity now have it. This has been done in England
by 15 & 16 Vict. c. 83, § 42; 21 & 22 Vict. c. 27, § 2.

This distinction, that the one rule seeks to compensate the
plaintiff for the injury done as a tort, without regard to what the
defendant has gained or lost, and that the other treats the defend-
ant as a trustee in invitum of the profits into which he has con-
verted the plaintiff's property, and compels him to pay them over
as the plaintiff's property without regard to the injury suffered, is
well stated and illustrated in Birdsall v. Coolidge,2 -Dent. Vule.
Co. v. Antwerp,3 Carew v. Elastic Fab. Co.,4 Cowing v. .Rumseyf.

3 Carew v. Elastic Fab. Co., 1 Gaz. 91; Birdsall v. Coolidqe, 93 U. S. 64.
2 93 U. S. 64. 8 9 Gaz. 497, Nixon, J. 4 1 Gaz. 91, Clifford, J.
6 8 Blatch. 39, Woodruff, J.
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It is no objection to the rule of profits that it does not compen-
sate, for the plaintiff may claim enough more as damages; nor to
the rule of damages that it leaves profits in the defendant's hands,
for an account of profits will reach them. We insist upon this
observation, because some courts seem to think they must strain
one rule to make it perform the work of both.

The right to damages in an action of tort is obvious. The
necessity, as a matter of police, of the right to recover profits has
already been noticed ; but, besides that, the right itself rests upon
grounds familiar alike to the chancery lawyer whose favorite
remedy is to convert a wrong-doer into a trustee in invitum in
respect to the fruits of his wrong, and to the common-law lawyer
who early learned to waive the tort and sue in assumpsit where
the tort-feasor had converted the property into money. For the
conversion of my horse, I recover its value at the moment of con-
version. That amount of money would procure a horse, and there-
fore, in contemplation of law, measures both the damage to me
and the gain to the wrong-doer which the act of conversion
works; and a horse so bought would give to either the profits
which my horse does or can. But the reason of the rule ceases
where the thing taken is, not accidentally in a particular instance,
but essentially from its nature unique ; and so, upon a disposses-
sion of a parcel of land, the owner recovers the rents and profits
actually realized by the transgressor. And every patent right
is in its nature unique ; for it is exclusive, and there is none
other like it, and I cannot by a purchase at the instant put
myselfin the same condition as if no infringement had taken
place.

But, if the taker has converted into money that which was
my property, I may, instead of bringing replevin or trover, adopt
the conversion, and sue in assumpsit for the price, whether that
be more or less than the market-value at the moment of the
taking.

The horse is a physical object, and, as such, is property ; the
right to the use is not an independent right or property, but is
an incident or attribute of the ownership of the physical thing.
But the right of the patentee I is in the exclusive use of his inven-

1 In McClurg v. Kingsland, 1 How. 206, it was decided that this right of the
patentee was " property" which could not be destroyed by congressional .legisla-
tion.
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tion. Whoever, not being the patentee, puts together his own
wood and metal in the form and manner first discovered by the
patentee, takes to himself a part of that totality of use all of which
belongs to the patentee. He must not do it, beciuse, although the
materials are his own, he must not so use them as to destroy, in
whole or in part, that which is the property of the patentee ; and
the entire use is the property of the latter, not as an incident to
the ownership of a physical thing (for be does not own that),
but as an independent property of a purely incorporeal nature.
Stevens v. Gladding.1 When the infringer takes to himself a part
of that totality of use, and in the taking - for the use, the incor-
poreal right, cannot be taken except by actual enjoyment - con-
verts it into money, i. e., profits, the patentee's property (the use
which produced these profits) is gone from the infringer as much
as yesterday has gone, and in the place of it there remains in his
hands the money into which he has converted it. And by some
form of suit other than trespass or trover the owner of the use
can sue for this money, which has been substituted for it; and
this money, be it observed, represents his property, and not.the
usufruct of his property. The same rule is applied to other cases
where the property consists in a right to use or enjoy, instead of
in a physical thing capable of use. In Averett v. Brady,2 the
court gave mesne profits for usurping a ferry franchise, and ar-
rived at them by deducting the expenses from the gross receipts ;
and the same rule applies to mining rights and other incorporeal
hereditaments where the complaint is not of a mere obstruction
to the plaintiff's enjoyment, but of an actual usurpation of his
right. The action of account generally given to one tenant in
common against another who did not mean to act for both, but
usurped the sole right, is of a similar character.

The rule of profits, as administered in the courts of the United
States in equity cases, began by giving to the plaintiff the profits
which the defendant had actually made in the infringing business
by the use of the infringing machine. The early cases hap-
pened to be instances where substantially the whole business
consisted in the use of a machine, substantially the whole of
which was an infringement of the plaintiff's patent. Such, for
example, is the case of Livingston v. Woodworth; 8 in which, and in

8 15 How. 559.1 17 How. 452. 22 Ga. 523.
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other planing-machine cases, such as Dean v. Mason,' the court
held that what the defendant was to account for were the profits
actually received, and not profits which with due diligence, or under
other circumstances, he might have received or ought to have re-
ceived. So in Goodyear v. The Providence Rubber Co., 2 where the
patent infringed was for a product (vulcanized rubber), the court
held that what the defendant was liable for were the ultimate ptof-
its ; saying that "the calculation is to be made as a manufacturer
calculates the profits of his business. ' Profit' is the gain made
upon any business or investment, when both the receipts and
payments are taken into account. The rule is founded in reason
and justice. It compensates one party, and punishes the other.
It makes the wrong-doer liable for the actual, not possible, gains.
The controlling consideration is that he shall not profit by his
wrong. A more favorable rule would offer a premium to dishon-
esty, and invite to aggression."

The business of the Providence Rubber Company consisted
in the production of the new article which Goodyear discovered
and patented, by means of the process which he discovered and
patented. His invention was not merely a source of convenience
or of increased economy or increased profit in their business:
their whole work consisted in practising it. But, suppose that
in the course of that business the rubber company had used a
patented oven, for the more economical heating of the rubber
composition (an essential step in the Goodyear process), the
reader will at once say that the profits for which they would be
held accountable upon such an infringement in a single step could
not justly be measured by any rule which would cause them to
exceed those for which they would be liable if the whole manu-
facture had been the infringement of a single patent ; and turning
to Seymour v. Mc Cormick,8 The Tremolo Patent,4 and Graham v.
M11ason,5 he would feel confirmed in that view. In Mowry v.
Whitney,6 the defendant made an annealed car-wheel, which
was found by the court to be a well-known and unpatented
article. In making it, he employed a method of annealing which
was covered by the plaintiff's patent. It was claimed that the
wheels were unsalable unless annealed; and, therefore, as in point
of fact, every wheel which he sold owed its commercial value,

1 20 How. 198. 2 9 Wall. 804. 3 16 How. 480.

4 23 Wall. 528. 6 23 Wall. 276. 6 14 Wall. 434.
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and consequent profit to the maker, to its submission to the
plaintiff's process, all the profits of the manufacturer (amounting
to $90,000) were to be considered due to the use of that process,
and were to be accounted for to the plaintiff accordingly. But
the court found that, inasmuch as he could have annealed his
wheels by other methods, though more expensive than the plain-
tiff'somethod, he should not be treated as if his product were
covered by the plaintiff's patent, but should be deemed to have
profited by the use of the plaintiff's process by just so much as it
was cheaper than the old process ; and so he was held liable for
about $5,000.

The defendant had no occasion to quarrel with the result in
that case, though it produced a great effect upon the minds of
the profession, because it was supposed to be a departure from
the decisions in the planing-machine and the rubber cases. It can
be looked at in two ways. The question prominently before the
court, indeed, the great struggle in the case, was, whether an
infringement which involved only one step in the manufacture,
though that step was essential, should be deemed to absorb the
whole profit of the manufacture. The court carefully established
the proposition of fact, that, although the step was essential,
Whitney's patent did not cover the step, but only one out of
several methods of performing it, and decided that it was to be
allowed to absorb only a portion of the profits of the business.
In determining the amount of the lesser sum to be given to the
plaintiff, the court used language, and perhaps laid down a rule,
which, with reference to the case at bar, where large profits had
actually been realized and were in the defendant's hands to be
apportioned, or with reference to the great question before them,
was well enough, but which, taken abstractly, and applied to a
quite different state of facts, led to absurd results. , The decision
was hailed by judges as an easy and happy solution of a diffi-
cult problem; and the circuit courts, forgetting that what it really
established was the doctrine of apportionment in accounting in
equity (as Seymour v. Mc Cormick I had declared it at law), picked
up its language, and applied it to cases where no profits to be
accounted for had ever come to the defendant's hands.

They declared, in cases where the invention infringed consisted
in a money-saving machine or process, that the economy intro-

1 16 How. 480.
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duced into the manufacture by the invention should be taken to
be the profits. In other words, that the plaintiff in equity should
recover as profits the difference between the cost of production
by the old method and the cost of production by the new, and
this without regard to whether there were or were not any prof-
its realized from the business in one step of which the infringe-
ment took place. This doctrine acquired such firm hold at the
circuits, where no discussion was of avail, because it was sup-
posed to be found in the decision of the Supreme Court, that
when, after many years, cases involving it appeared in the Su-
preme Court,1 it passed almost unchallenged. It is referred to in
those cases, but without any judicial discussion, and in a manner
which shows (if we may be permitted the remark) that the judi-
cial mind neither noticed its fallacy nor perceived the fatal mis-
chief which it was working in practice. It has now become too
firmly fixed in the law to be changed without legislation. 2

Mowry v. Whitney, and the subsequent cases of its class, ex-
pressly approve of Livingston v. Woodworth and the rubber com-
pany case. Yet in Woodworth's case the court gave half a dollar
per thousand feet of lumber planed, as profits from the use of the
planer, because that was the profit of the business, though the
difference in cost between planing by hand and by machine must
have been ten or twenty times as much. Indeed, it is contrary to
the following distinct but often overlooked sentence in Mowry v.
Vhitney : " It is clear that Whitney is not entitled to receive

more than the profits actually made in consequence of the use of
his process in the manufacture of the 19,819 wheels." There
were profits "actually made"" in the manufacture"; and the court
nowhere intimated that there could be "profits actually made "
when the expenditures exceeded the receipts, nor undertook to
contradict the admirable definition on which the decision in the
rubber company's case rests, " Profit is the gain made upon any
business or investment when both the receipts and payments are
taken into account." 4 And yet the so-called rule of savings con-
tradicts this; for it looks only into a comparison of different pay-
ments or costs with each other, and not with receipts. Whoever
forgets that there is no "profit" in any sense until there is

1 Afevs v. Conover, 11 Gaz. 1111; The Cawood Patent, 94 U. S. 710.

The Cawood Patent, 94 U. S. 710; City of Elizabeth v. Nicholson, 13 Gaz.
8 15 How. 559. 4 9 Wall. 804.
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an actual receilit of money or a salable product of an ascertained
market-value to set off against cost, will come in practical
affairs to insolvency, and in law to an absurdity.

Under existing laws, the right of the patentee has been, and
according to the Constitution it must continue to be, "the exclu-
sive right to make, use, and vend his invention." Translated into
money, this secures to him such sums as, under the practical
working of affairs and in the full and undisturbed enjoyment of
his right, can be realized as the fruits of it. Now, the patentee
never realizes the whole saving due to his invention. He puts
the price of his product or his machine so much belo w' that
which he intends to supersede, as to induce the public to use it;
and as his right .is theoretically limited to seventeen years, and
practically to a much shorter time after the invention is ready for
general use, he fixes his price so as to make the introduction as
speedy as possible. In many cases, the cost of the old method is so
great that no one will do the thing ; and the article or the man-
ufacture takes its place in the arts, not because the patentee can
produce more cheaply, but because he fixes his price so that the
public can- get it more cheaply; in other words, the invention
becomes a source of profit to the owner, only because he reduces
the cost of something to the public.

That this is invariably the case, and to such an extent that
the patentee, even during the life of his patent, seldom seeks to
realize more than a small fraction of the saving duo to the use
of the invention, has been shown in a parliamentary inquiry
which took place in England some years ago, and more elabo-
rately in the " Arguments before the patent committees of the
Senate and House" of last winter.' This fact, however, has not
been noticed, so far as we are aware, by the courts. The decisions
rest upon the tacit assumption that the work would have been
done in the old way, and to the same extent, or that the selling
price due to the old method has been maintained. They have
given the patentee the benefit of the old and high price for each
article on large sales induced solely by a reduction in price, which,
in most cases, the patentee himself had established before the
infringement complained of. In other words, under guise of the
equitable. doctrine of giving "actual, not possible, gains," they
have found as profits sums which the defendant did not and

I Senate Mis. Doc. 60.
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could not realize, and which the patentee would not have ac-
quired, if, with' every facility to exercise his exclusive right, he
had been left in the undisturbed enjoyment of it.

It is quite true that the introduction of an improvement into
an established factory may cheapen cost and for a considerable
time, if the cheapening be not very great or the use of the im-
provement not extensive, the price of the article will not change,
and the whole saving may be found in an increased profit; but
then it represents profit from the invention, not because it cheap-
ens cost, but because its effect is found in an increased profit
from the'business. It may sometimes enable a factory to run on
an even keel, when before it had been losing; but the law cannot
presume that its use saved the user from the loss, any more than
that it induced him to continue in the business, instead of re-
sorting to some gainful occupation. So, a maker of a machine
or similar article may sell it ,at one price without the plaintiff's
improvement, and at a larger price with it. And, in that case,
the increase of price less the cost of the addition would be the
profit due to the use of the infringement; but it would be so
because it represents an actual money profit realized and received
in the price.

It is probably the dissatisfaction with these decisions which,
more than any thing else, has led to the recent attempts to change
the rule of recovery in these cases by new legislation; and
although a great deal of legislation has been asked for which was
very unwise, and very ruinous to the patent system, yet no one
can say that this particular cause of dissatisfactioi was ill founded.
It is to this more particularly that the second section of the bill
now before the Senate, and especially the last form of it, known
as the Booth- amendment, is directed.

The purpose of these various forms of section 2 is primarily to
introduce this element to the notice of the court; in some cases,
by changing "profits " from "savings" to " profits actually real-
ized;" and in others, by leaving the court to fix a license-fee, in
view of all the elements which the parties would look at if they
undertook to fix a license-fee.

It will not always be easy to do this. In the case of inventions
the use of which has not acquired an established market-value, it
is extremely difficult for parties in ordinary dealings to determine
what price they can expect to get or can afford to pay for the
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whole patent, or for a license to use the invention ; but this diffi-
culty is inherent in the subject-matter. Courts must deal with
it so long as infringers trespass upon the rights of patentees. Leg-
islation cannot remove it: it can only direct the court to ascertain
the amount upon all the elements which would affect the judg-
ment of parties.

The principal apportionment cases in equity are Mowry v.
Whitney,' Graham v. M31ason,2 Littlefield v. Perrys, The Tremolo
Patent.4 For an interesting instance of the impossibility of taking
an account of profits in a considerable class of cases, see Crossley
v. Gas-Light Co. 6  The question was, what profit the gas
company made by the use of the first meter ever used, instead of
relying on the size of the burners' and consumers' reports as to
the lengthof time they were used.

The Supreme Court has sharply expressed its dissatisfaction
with tlfe result of its rule of savings, in Packet Co. v. Sickles.6

-The rule of ultimate profits established in the rubber com-
pany's case still applies where the infringement consists in making
and selling the patented thing. The profits from using may be
larger than those from making and selling ; but why should rules
of law essentially different in their character and results apply in
the two cases? The distinction is very shadowy. The rubber
company practised, i. e. used, Goodyear's patented process in the
manufacture of his patented product. Since the recovery of profits
is limited to such as have been actually realized in the production
of a new article, desirable because it is a cheap substitute for the
old (e. g., hard rubber in place of horn or jet, or celluloid in place
of hard rubber), why should the limitation be disregarded where
the invention consists-in a cheaper method of producing the old ?
The cheapening of production, the consequent fall in price, and
the profits which can be realized by the use of the invention,
depend upon the same laws in both cases.

The patentee's property is not converted into money, until
actual money, or its commercial equivalent, has come to the de-
fendant's hands; and it is only in respect of what has so come
that the defendant can be sued in assumpsit, or treated as a trustee
in invitum.

1 14 Wall. 431. 2 23 Wall. 276. 3 21 Wall. 205. 4 23 Wall. 528.

5 8 Myl. & Cr. 436.
6 19 Wall. 618. See also City "fElizabeth v. Nicholson, 13 Gaz.
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In actions at law, the question of apportionment has also been
presented. If his patent covers the whole machine, or all those
features which give it commercial value or utility, he is entitled
to one measure of damages; but, if it controls only an improve-
ment on a machine useful and salable without it, lie no longer
controls the business, but only has some advantage more or less
marked over his competitors, and the damages are to be grad-
uated accordingly.'

In an action at law, and, under the act of 1870, in a suit in
equity, if he so elects, the plaintiff recovers the "actual damages"
which he has suffered. When, by a continued course of dealings,
the plaintiff has indicated a settled purpose not to use his inven-
tion himself or by a limited number of persons, but to derive his
revenue from it by licensing freely, and a license-fee or price has
become established in the course of such dealings, so that, if the
defendant had not supplied the market with the article or machine
or its product without a license, a third person would have pre-
sumedly supplied it under one, - the injury to the plaintiff is the
loss of a license-fee, the amount of which is as well ascertained as
the market-value of any commodity ; and this is generally taken
as the measure of damage in such cases. The infringement may
be attended with peculiar injury, in which case special damages
may be proved; or it may be short in duration, in which case a
license-fee such as was generally charged and paid for a perpet-
ual use -would be too much. This doctrine was established at
law in a suit on the McCormick patent, which should be studied
in all its stages. The first trial 2 before Nelson, J., and a jury
resulted in a verdict for $17,306.66, which was reversed,3 in 1853,
on the question of damages ; the Supreme Court holding, in the
language of Judge Curtis's head-note, that, "if he habitually sells
licenses, the price of a license may afford a proper measure of
damages." At the second trial,4 the verdict was for $7,750 ; and,
on a second appeal,5 Judge Nelson's rulings on the subject of
damages were not disturbed. The doctrine was again well stated
in Philip v. Noeck:6 " Where the plaintiff has sought his profit in

1 The leading case on this is Seqmnour v. Mc Cormnck, 16 How. 480. See s. c. 2 Blatch.

240, 3 Blatch. 209; also, Goulds Minaf. Co. v. Gowan, 12 Blatch. 243, 12 Gaz. 942;

Carter v. Baker, 4 Fish. 404; Graham v'. Mason, 23 Wall. 261. For apportionment of

expenses in equity, see The Tremolo Patent, 23 Wall. 518.
2 2 Blatch. 240. 16 How. 480. 4 8 Blatch. 209.

6 19 How. 96. 6 17 Wall. 462.
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the form of a royalty paid by licensees, and there are no peculiar
circumstances in the case, the amount to be recovered will be
regulated by that standard. If that test cannot be applied, he
will be entitled to an amount which will compensate him for the
injury to which he has been subjected by the piracy."

A price asked and paid under peculiar disturbing circumstances
will not govern. 1 A fee for use perpetually, or during the life
of the machine, will not be allowed where the use has been for
a short time. 2 The general rule was also applied in Burdell v.
Denig,3 and in Graham v. Mason.4  In Seymour v. McCormick,
the court limited the rule to cases where by his acts the party had
shown an intent to license freely, and not by giving exclusive
or territorial licenses. To apply it otherwise would, be to break
up the patentee's general plans for the enjoyment of his patent;
and we are not aware that such an application has ever been made
against his objection.

Where this rule does not apply, the common law restricts a
plaintiff very sharply to direct damages, as distinguished from
those which it calls remote, because they are the ulterior effects
of the wrong, or speculative, because their existence or their
amount are matters of judgment rather than of necessary and
inevitable connection with it; yet no one can doubt but that,
with respect to patents, it is this so-called remote damage which
is the real injury.

The law can readily ascertain how many articles the defendant
has sold, and assess a certain sum for each. But this is generally
no compensation; fo the infringer, having none of the expense of
inventing, perfecting, or purchasing the invention, seeking gener-
ally to destroy the patent rather than foster its value, attacks the
patentee's business, puts down prices, and entices away his cus-
tomers. The sale of a comparatively few articles at a low price
may compel the patentee to a reduction on his whole product, in
order to keep his business ; and, when lie has stopped the infringe-
ment by injunction, he cannot make business return to its former
modes, nor his sales to the former prices. The life of his patent
is very short; it is liable to be superseded by other improvements;

1 Sickles v. Borden, 8 Blatch. 535.

2 Birdsall v. Coolidge, 93 U. S. 70; Seymour v. 3cCortnick, 16 How. 490.

3 92 U. S. 720; s. c. at circuit, 2 Fish. 588.
4 23 Wall. 261.
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and the best years of it may be wasted in litigation, perhaps
vexatiously provoked. The courts have struggled to give the
patentee a real compensation, first by allowing the jury to include
an allowance for counsel fees in their verdict; 1 but the Supreme
Court overruled this, 2 and no such allowance can now be made
without new legislation.

Then the courts had recourse to the common-law doctrine of
special damages to be proved in each case. The language of the
Supreme Court in Philip v. Nock, already quoted, sustains this,
which is generally accepted as sound; but then special damages
must again be made out according to the strict rules of the
common law. The statute allows the court to give judgment for
not exceeding three times the verdict; but the judges have used
this power very seldom, and then only to help the plaintiff pay the
expenses of litigation unreasonably provoked, and have not at-
tempted by it to cover the difference between the technical
damage and the real injury. It is quite clear, therefore, that the
recovery of damages, either general or special, does not afford an
adequate compensation. An examination, of the cases presently to
be stated will show this.

Where there is no established license-fee, and the jury must
resort to general evidence, proof of the advantage of the patented
machine, process, or product, over its predecessors, is of course
competent. For although, as we have shown already in discussing
the question of profit, this advantage does not necessarily nor
ordinarily show the amount of pecuniary profit or value of the
use to the plaintiff, yet it is one element to aid in ascertain-
ing it: for, all other things being equal, the value of the ex-
clusive use to its sole owner will, in part at least, depend on
the pecuniary saving which that use will effect; and the injury
from appropriating a part of the use will depend upon the gain
which the plaintiff, if not interfered with, could make by it. To
this extent the courts have gone; but no decision entitled to
respect at the present day goes beyond it. Some of the earlier
cases did declare that the defendant's profits should or might be
taken as the measure of the plaintiff's damages in actions at

I Washburn v. Gould, 3 Story, 136; Parker v. Corbin, 4 McLean, 462; Foote v.
Sil.by, 1 Blatch. 466.

2 Day v. Woodworth, 13 How. 372; Teese v. Huntington, 23 How. 8; Philip v. Nock,

17 Wall. 462.
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law; I but these cases are vague in their circumstances, and were
decided at a time when the bench had little experience in patent
law. They proceeded upon the ground (and they can rest on none
other) that the law presumed that, if the defendant had not in-
fringed, the plaintiff, by his lawful use, would have made all the
profits which the defendant made by his unlawful use. Pre-
cisely this question was raised by Judge Nelson's charge at the
first trial of McCormick's case, and on the appeal 2 the court
decided that no such presumption existed. Of course, the plain-
tiff might show that the condition of the trade and his facility for
manufacturing were such that he would have made that sum, or
any other sum, and that the defendant had deprived him of that
profit ; but this is a proposition of fact, to be shown by positive
proof. To the same effect is New York v. Ransom.3  And, when-
ever the Supreme Court have had occasion to refer to this kind
of evidence, they have referred to it as only one element to aid
the jury.

4 The whole doctrine has since been well explained and
stated in Cowing v. Rumsely 5 and 311 cComb v. Brodie.6

The few later cases to the contrary at the circuits were cases
where the amount was small, and the question does not appear
to have been discussed, and the authorities not cited. One or
two judges still cling to it, but they are judges who do not seem
to appreciate the distinction between damages and profits, and
who do not hesitate to put into their opinions doctrines long
since exploded by the Supreme Court ; and in these cases the
amount has been too small to justify the expense of an appeal.

There is a double application of the term " use " in the patent
law, which sometimes leads to considerable confusion. The Con-
stitution speaks of "securing to inventors the exclusive right to
their discoveries." Letters-patent (R. S. 4884) grant "the exclu-
sive right to make, use, and vend the invention or discovery."
Strictly speaking, " the thing patented " is the invention, or
rather the exclusive right to its use ; and this right is infringed
whenever any one "practises" the invention, i. e. does some act
in which he follows or avails himself of the teachings of the

1 Wilbur v. Beecher, 2 Blatch. 143; Sickles v. Borden, 3 Blatch. 644; Page v. Ferry,

1 Fish. 298; Bell v. Daniels, 1 Fish. 879; Conover v. Rapp, 4 Fish. 57.
2 16 How. 488, 490. 3 23 How. 487.

4 Sufflk Co. v. Hiayden, 3 Wall. 320; Philip v. Nock, 17 Wall. 462; Packet Co'v.

Sickles, 19 Wall. 617.
5 8 Blatch. 39, Woodruff, J. 6 5 Fish. 384; 2 Gaz. 117, Woods, J.
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specification ; and he does this when he makes or sells or uses a
machine or a composition of matter made according to the speci-
fication, or when he practises the new process, if the invention
be of a new process. But, besides this, it is common to speak of
the machine itself as patented, and of the infringement as consist-
ing in making or in selling or in using the machine. Obviously,
what is " made " or " sold" in that sense is neither the right nor

the invention, but some thing made in accordanc6 with it. This
is not to be considered as merely a loose and incorrect form of
expression, because the idea is one which we have occasion to
use: it has crept into the statutes, and was much commented
on in Wilson v. Rousseau.1 The right may be infringed; i. e.,
the invention may be used by making or by selling or by using
some specific thing: and it is desirable to bear these distinctions
in mind; because these three kinds of infringement are attended
'with different gains to the infringer, and'different damage to the
patentee.

As, by the express terms of the statute. and of the patent, the
exclusive right to make, to vend, and to use is secured to the
patentee; so it follows that any person who makes, any person
who vends, any person who uses, the infringing machine may be
sued for an infringement ; and indeed this was the express lan-
guage of all the litigation sections up to the not always happy
revision of 1870. So it cannot be doubted that damages and

profits (whether nominal or substantial, we will consider pres-
ently) can be recovered against each of those persons in separate
suits ;2 for although, where all their acts concern one article, they
might seem to be joint tort-feasors, so that a recovery with sat-
isfiaction against one would relieve the others, yet clearly this is
not so, because the statute makes the act of each a separate tort.
What is to be the basis of recovery against each ? As the statute
gives the three rights to the patentee, certainly, in the absence of
special circumstances, he may recover from the maker the profits
of making and selling, and from the user the profits of using; for
the right to all the profit flowing from the invention is his, and
it cannot affect that right whether one makes and uses himself,
or whether one makes and sells to a user at a price which divides
the profit between the maker and the user. Nor can he be
required to join maker and user in one suit; for the maker will

2 Whittemore v. Cutter, 1 Gall. 478, Story, J.1 4 How. 683.
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generally have sold to many users : he cannot join all of those
users in one suit, for their acts are several, and ordinarily be can-
not get jurisdiction over all; he cannot make the maker defend-
ant in as many suits as there have been purchasers from him;
because that would be splitting his cause of action, and subjecting
the maker to a multiplication of costs: and therefore, as he
must sue them separately, he may recover at least nominal sums
for profits or damages from each.

The patentee derives no revenue from making: that comes
only when the making is followed by a use, or by a purchase
with intent to use; and therefore a making without that accom-
paniment, or something equivalent to it, does not hurt him, and
can give rise to only nominal damages.' If the infringement con-
sist, as it ordinarily does, in making and selling with intent that
the purchaser shall use, the act may be looked upon as giving the
purchaser a right to use (though, clearly, it cannot do this with-
out something in the nature of a ratification by the patent owner),
or as making the maker in effect a user per alium, -i. e., a sole
tort-feasor as to the making, and a joint tort-feasor as to the
using, - or as an act which imposes on the patentee the burden of
searching for the user and the cost of suing him. It is believed
that the latter would not afford a cause of action; and, if so,
there can be no more than a nominal recoyery of damages against
one who makes and sells, unless the recovery be based upon and
include the subsequent use of the thing made and sold. And if
it be so based, then, when paid, it is a satisfaction for that subse-
quent use, and no further recovery can be had against the user.
This may perhaps be accepted as law.2

We feel confident, however, that the same result cannot neces-
sarily follow from a recovery of profits from the maker, for the
reasons already given. In Gilbert Manuf. Co. v. Bussing,8 Judge
Woodruff held that the same consequences would follow from a
satisfied decree against a maker for profits and damages. He inti-
mated that a decree against the maker for manufacturer's profits
would not have that effect; but expressed the opinion, that a re-
covery either of profits or damages for manufacturing and selling
an article of general use, commonly sold by the plaintiff at a cer-

I Whittemore v. Cutter, 1 Gall. 478, Story, J.; Marsh v. Seymour, 13 Gaz. 727.

Hogg v. Emerson, 11 How. 607; Carter v. Baker, 4 Fish, 419.
2 See Hoyg v. Emerson, 11 How. 607; Spaulding v. Page, Sawyer, J., 4 Fish. 644.
3 12 Blatch. 426; 8 Gaz. 144.
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tain price which carried with it' a right to use free of further
royalty, if the recovery was based on that price, in case of dam-
ages, or, in the case of profits, based on sales for substantially the
same price paid to the infringer by the purchaser, in the belief
that he thereby acquired the right to use, or graduated accord-
ingly, -would operate as a license, upon the theory that, when
the plaintiff had claimed and recovered in respect of a particular
machine an amount which was intended to include and- did in-
clude his usual royalty, he could recover no further compensation
in respect of the same machine. Spaulding v. Page 1 seems to
rest upon the same reasoning, though the learned judge who
decided it always treats damages and profits as if they were one
and the same thing.

Another question is, whether a recovery against one who is a
user, or is both maker and user, operates as a license for future
use. A recovery of profits is only of such profits as have actually
accrued up to the date of the master's report. 2 In the nature of
things, it cannot cover future use. In practice, the use is gen-
erally stopped by a perpetual injunction by the same decree that
sends the case to the master, and the execution of part of that
decree cannot destroy another part of it. So, in an action for
damages where they are assessed upon general evidence, they are
only to be for use up to the date of the Writ or the day of the
verdict: their recovery will ordinarily be followed by an injunc-
tion, and cannot operate as a license for further use of the same
machine. This was expressly decided in Suffolk Co. v. Hayden.3

There remains only the case where the patentee has established
a license-fee, and that is adopted as the measure of damages.

It may be taken to be necessarily law, that when the patentee
has asked for, bad judgment for, and has received the full
license-fee commonly charged for the whole life of a machine,
upon the ground that it is such a license-fee, that particular ma-
chine must be deemed to be licensed; that property - the right
to use the machine, the full value of which has been claimed and
paid - has passed per force of the payment : and this seems to be
settled law.

It must also be true, that if the established license-fee is a cer-

1 4 Fish. 644, Sawyer, J.
2 Tatharn v. Lowber, 4 Blatch. 87; Goodyear v. Rubber Co., 9 Wall. 801.'

3 3 Wall. 320.
VOL. XIII. 2
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tain price per year, or a certain price for the amount of work
done, a recovery for the time elapsed or the work done up to a
certain date cannot confer a right to use after that date ; because
it is not some recovery, but the actual satisfaction of a claim for
the future that gives the right; and, under the rule that the
established price of licenses is to govern at law, this must be the
recovery where such license-fees have been so established.

We have stated the result where a license-fee in gross for the
whole life of the machine or the patent has been asked for by
the plaintiff and paid : but suppose the plaintiff asks for damages
only to the date of his writ, and does not wish to accept satisfac-
tion for future use; or suppose the defendant does not wish a
license for future use, and objects to paying for any thing beyond
the use made up to the verdict,- what is to be the recovery in
such a case, and what is to be the effect of it ? Either party has
a right to have the damages cease in point of time at the date of
the writ or of the verdict. To say that a right for the future fol-
lows any recovery, clearly is not law ; to say that the full license-
fee appropriate for perpetual use must be given if either party
objects, is not law; to say that such a full fee ought to be
given, because the recovery will operate as a license, or to say
that the recovery operates as a license because it is presumed
that a full license-fee for the future has been awarded, begs the
question. The whole question has been answered against such
a claim, in reasoning by Judge Story in Earle v. Sawyer,' and in
authority by the Supreme Court in Birdsall v. Coolidge.2

We add an abstract of the principal cases relating to damages
arranged chronologically to show the growth, the rise and fall, of
various doctrines, and the survival, let us hope, of the fittest.
The learned reader will perceive that into some circuits the prin-
ciples laid down by the Supreme Court penetrate but slowly. He
may be led to wish that men should learn the points presented
and decided in the authorities they rely upon, and be prohibited
from quoting the language of an opinion; but that wish will be
shared with practitioners in other branches of law.

1813. Whittemore v. Cutter, 1 Gall. 426; ib. 478. STORY, J. Patent

on a machine for making card clothing. The plaintiff used the machine
himself, and the defendant was a competitor. At the first trial, the jury

1 4 Ma8. 1 q. v. infra. 2 93 U. S. 64.
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were instructed to allow counsel fees; but the contrary was ruled at the
second trial, on the authority of Arcambel v. Wiseman, 3 Dall. 306. In
Boston M. Co. v. Fiske, 2 Mass. 119, Judge Story again allowed them.
For making only, damages should be allowed, because the making is an
infringement; but, in the absence of any sale or use, those damages should
be nominal. Damages for use will be the value of the use ; for it is that
which belongs to the plaintiff, and which the defendant has taken. The
court did not decide that the defendant's profits or savings measured the
value of the use.

1825. Earle v. Sawyer, 4 Mason, 1, 14. STORY, J. The old machine
sold for a small price; with the plaintiff's improvements, it sold for four
times as much; and the infringement was by making and using. It was
claimed that the verdict should be based on the difference in price, because
the payment of the verdict would operate as a license. If such would be
the effect, such ought to be the measure of recovery. But such cannot
be the effect against the will of the plaintiff, because that would enable any
person to acquire the right by a forced sale: the patentee's right would no
longer be exclusive but the attempt to enforce it would involve the neces-
sity of parting with it. The rule would not be universal, for it would apply
only in those cases where a price had been established; it would destroy
the value of those patents the profit from which depended upon confining
the right to a limited number of licenses; it would destroy the value of
territorial rights. If the plaintiff consents to receive the full price at the
trial, there is no objection: but he cannot be forced to ; nor can'the defendant
be forced to purchase, but only to pay damages for part use. In arriving
at the damages, the jury may consider all circumstances showing special
injury.

.1849. Buck v. Hermance, 1 Blatch. 398. NELSON, J. Ordinary profit
derived by the patentee on the sale of' the articles containing the invention
infringed upon is to be allowed. Verdict, $200.

Foote v. Silsby, 1 Blatch. 445. Verdict, $1,500.
Parker v. Hulme, 1 Fish. 56. KA.NE, J. The criterion is indemnity.

The jury may consider the loss sustained by the plaintiff, as they may
likewise the profit made by the defendant.

1850. Stephens v. Felt, 2 Blatch. 37. BETTS, J. Where the defendant
declines to offer proof as to the extent of his infringing sale and manu-
facture, or its profits, the jury may draw inferences against him from the
plaintiff's general evidence. s.P. Littlefield v. Perry, 21 Wall. 229, as to
accounting before a master.

Wilbur v. Beecher, 2 Blatch. 132. NELSON, J. Infringement by making
and selling. The rule is that the plaintiff is entitled to all the defendant's
actual profits ; because the law presumes that if the defendant had not made
sales the plaintiff would have made them to the same amount. [This pre-
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sumption was overruled in 16 How. 480; 23 How. 487.] Verdict, $7,200,
reduced to $6,000.

Hall v. Wiles, 2 Blatch. 194, 201. NELSON, J. Making and selling.

The plaintiff is to have actual damages or ordinary profits, as in Buck v.
Hermance.

Pitts v. Hall, 2 Blatch. 239. NELSON, J. Making and selling. The
defendant's profits may be looked to, but are not a controlling measure of
damages; the jury may look to the profits Which the plaintiff would have
made if not interfered with. Verdict, $2,345.

Hogg v. Emerson, 11 How. 607. An established license-fee may be a
guide for the jury.

McCormick v. Seymour, 2 Blatch. 249. NELSON, J. First trial;
verdict, $17,306.66; reversed, 16 How. 480, on question of damages.

1852. Tatham v. Le Roy, 2 Blatch. 494. NELSON, J. s. P. as
Wilbur v. Beecher, q. v. supra ; verdict, $11,394; reversed oil construction
of the patent in 14 How. 156.

1853. Seymour v. McCormick, 16 How. 480. License-fee is not to be
exceeded where infringement is by making and selling machines which tile
plaintiff had licensed the defendants and other manufacturers to make.
Apportionment, so that damages for infringement of a patent covering only
one feature shall not be as large as if the patent covered the whole machine.
There is no presumption of law that the plaintiff's damages equal the de-
fendant's profits (v. 23 How. 487, infra). The jury must not give exem-
plary damages. For this case, see p. 11 supra. It contains a history of
the legislation about money recoveries in patent suits at law.

1854. McCormick v. Seymour, 3 Blatch. 209. NELSON, J. Second
trial of same case; statement of the doctrines of 16 How. 480, and their
application; distinction between manufacturer's profits and patentee's
profits; interest on the license-fee may be allowed. Verdict, $7,750, af-
firmed as to rule of damages in 19 How. 96. [It seems that interest may
sometimes be allowed on profits ; 21 Wall. 205.]

1856. Windermute v. Redington, 1 Fish. 240. WILLSON, J. "1 In
estimating the actual damages, the rule is to give the value of such use
during the term of the illegal user, or, in other words, the amount of profits
actually received by the defendant." Verdict for defendant.

Ransom v. New York, I Fish. 275. HALL, J. Using steam fire-
engines with the plaintiff's improvements. The extent of the benefits accru-
ing to the defendant should undoubtedly form an element for consideration,
because the jury are at liberty to infer, if they think the inference a just
one, that the defendant would have paid the plaintiff a sum equal to a
part or the whole of this saving as the price of a license ; but the jury must
determine what damages have been actually sustained. Verdict, $20,000.
The foregoing charge overruled, and verdict set aside on appeal; 23
How. 487, q. v., infra.
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Wayne v. Iolmes, 2 Fish. 29; 1 Bond, 27. LEAVITT. J. The jury

are to find as damages the amount of profits made by the defendant in the
manufacture of the patented article. Verdict, $500.

1857. Serrell v. Collins, 1 Fish. 290. INGERSOLL, J. The rule of

damages is the profits which have been derived to the defendants from
making mouldings by means of his machine over any other mode which the
defendants bad a right to adopt. Verdict, $2,000.

Page v. Ferry, 1 Fish. 316. WILKINS, J. The jury are to give the
actual damages sustained by the plaintiff, or the amount of profits actually
received by the defendant; the court stating, however, that the amount of
damages had not been made the subject of controversy.

Sickels v. Borden, 3 Blatch. 544. NELSON, J. Use of a cut-off in
defendant's steamer. If there is no license-fee, the defendant's profits may
be taken as the measure of damages ; and he cannot complain of that, be-
cause in equity they belong to the plaintiff. A license granted at a low
price, in order to introduce the invention even at a sacrifice, does not con-
stitute an established license-fee within the rule.

1858. Silsby v. Foote, 20 How. 378. Interest on profits in equity not
allowed generally. s. I. Mowry v. Whitney, 14 Wall. 620. Semble, that
it may be sometimes. Littlefield v. Perry, 21 Wall. 205.

Bell v. Daniels, 1 Fish. 379; 1 Bond, 212. LEAVITT, J. The gen-
eral rule is to give the plaintiff as damages the amount of the defendant's
profits. There are few cases where the plaintiff ought to be limited to the
license price. Similar dicta by the same judge in Jenkins v. Greenwald,
ib. 126; Tilghman v. Werk, ib. 527; contra, 16 How. 480; 23 How.
487.

Bell v. McCullough, 1 Bond, 194. LEAVITT, J. Damages will not

be trebled in mere collection suits on expired patents.
1859. Conover v. Rapp, 4 Fish. 57. INGERSOLL, J. " The actual

damages are the profits the defendant has made; and the savings are prima
facie proof of this." Amount of verdict not stated. Judge Nelson refused
a new trial.

Vew York v. Ransom, 23 How. 487. The jury have no right to infer
that the defendants saved all the money indicated by the comparative power
of the engines, with and without the improvement, nor to presume that they
would have paid the plaintiff this amount for a license. The jury should
have found nominal damages, in the absence of other proof that the plaintiff
would have gained this sum if the defendants had not infringed. For this
case, see 1 Fish. 275 ; 4 Blatch. 157; 20 How. 581. That there is no
such legal presumption, see also 16 How. 488, 490.

1861. Goodyear v. Bishop, 2 Fish. 154. SHIPmAN, J. Making and
selling. If the jury are satisfied that the plaintiff would have made and
sold the goods if his business had not been diverted, and are satisfied what
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profits he would have made, their amount will be the damages. If there
is an established license-fee, that is to govern, and interest is to be allowed
on it. If part of the fee was a gross sum, it is to be apportioned. Verdict
$7,186.47.

1862. Case v. Brown, 2 Fish. 268; 1 Bissell, 382. DRUMMOND, J.
Defendant's profits from use are the measure of damages. The patent was
for a corn-planter. The infringement appears to have been in making and
selling by a rival patentee. Verdict for defendant.

1865. Sqffolk Co. v Hayden, 3 Wall. 320. Infringement by use in a
mill. Where there is no license-fee established, the jury may look at the
value of the thing, and ascertain that value by all the evidence as to its
character, operation, and effect, to aid them in forming a judgment of the
actual damage the plaintiff has sustained. These damages are to be esti-
mated for the period of the infringement; because their recovery does not
vest the infringer with a right to continue the use, as the consequence may
be an injunction. Verdict, $1,774. For the trial below, before SPRAGUE,

J., v. 4 Fish. 104.
1866. Schwarzel v. Holenshade, 3 Fish. 116; 2 Bond, 29. LEAVITT,

J. Making and using. The court may treble damages in favor of a
meritorious inventor vexed by litigation; but will not do so in favor of an
assignee who bought on speculation. Verdict, $105.

1867. Brodie v. Ophir Co., 4 Fish. 138. FIELD, J. First verdict was
$2,500; but on motion for a new trial was reduced, for reasons not stated.
The first opinion, which seems to take the defendant's profits as the measure
of damages, cannot, therefore, be regarded as authority. Damages will not
be trebled, except in cases of wanton and persistent infringement; citing
16 How. 488.

1870. Cowing v. Rumsey, 8 Blatch. 39; 4 Fish. 276. WOODRUFF, J.
On motion for new trial: "It is precisely what is lost to the plaintiff, and
not what the defendant has gained, which is the legal measure of the dam-
ages to be awarded. Under this rule, it may often be entirely proper to
prove the profits of the ordinary use of the invention and the demand ex-
isting in the market evidenced by sales made, and so, as an element of
consideration, show the profits realized by the defendant, in order to furnish
to the jury all proper materials for determining how much the plaintiff
has lost. But I apprehend that they are to answer the precise question, -
How much loss has the plaintiff sustained by reason of the infringement?"
The distinction between damages and profits well stated. The defendant's
profits are not the measure of damages. Verdict, $750. New trial allowed,
because profits had been taken as measure of damages. The infringement
was by use of a machine in competition with the patentee.

Campbell v. Barclay, 5 Bissell, 179. BLODGETT, J. Use of an
improved tool. Price at which territorial rights have been sold is no mea-
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sure of damages for infringement. Plaintiff is entitled to a fair compensa-
tion ; and apparently this may be based upon the advantage due to the use

of the tool. Verdict, $300.
1871. Russell v. Place, 9 Blatch. 173; 5 Fish. 134. WOODRUFF, J.

Verdict was for $700; should have been $562.50; plaintiff allowed to re-
mit; on this judgment entered for $1,200, to indemnify plaintiff for expenses
of prosecution, "because the infringement seems deliberate and intentional,
though it may have been done under an erroneous estimate of the plaintiff's
right."

Peck v. Frame, 9 Blatch. 194. WOODRUFF, .1. Verdict for $5,000.
On motion to increase, the plaintiff proved a deliberate infringement : setting
up a rival machine, diverting business (resawing lumber by the use of the
machine), and knocking down the price of resawing from $4 to $2.50.
The court added $1,500 to pay expenses, and $1,000 for the plaintiff's
trouble. The proof showed that the injury, in a business point of view,
probably exceeded $8,000.

Carter v. Baker, 4 Fish. 404. SAWYER, J. Infringement by making
and selling improved plows. So much of defendant's profits as are due to
the use of the plaintiff's improvements should be given as part of the dam-
ages; for they belong to the plaintiff. If these are mixed, "confused,"
with profits due to other improvements, the defendant must disentangle
them, or pay the whole. Remote and consequential damages, though neces-
sary to a complete indemnity, cannot be allowed; but special damages may
be, as where the plaintiff's works lie idle in consequence of the diversion of
business by the infringer. So if the infringer lower the price of the article
in the market; but the jury must consider whether the plaintiff would have
sold any, or would have sold as many, at the higher price. Patent was
nominally for an improvement; but it really was for a new plow, and
the whole plow must be treated as a new article,- a unit. Verdict for
defendant.

1872. McComb v. Brodie, 5 Fish. 384; 2 Gaz. 117. WOODS, J.

Making and selling cotton-bale ties. The rule is not what the" defendant
has made or might have made; but what loss the plaintiff has sustained by
reason of the infringement. If the plaintiffs were ready to supply the
market, and the defendants diverted their business, then the damages will

be what the plaintiffs have lost by the diversion or interference.
1873. Philip v. Nock, 17 Wall. 462. Making and selling inkstands;

verdict, $500. New trial ordered. An established license-fee will govern,
in the absence of peculiar circumstances. In its absence, and in order to
ascertain the amount which will compensate the plaintiff for his injury, the
profit made by the defendant and that lost by the plaintiff are among the
elements the jury may consider.

Emerson v. Simm, 6 Fish. 281; 3 Gaz. 293. NIXON, J. Use of a
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machine bought in the market. Use was for a short time; but the estab-
lished license-fee was allowed against the objection of the defendants, who
bad discontinued the use, and the court said this would operate as a license.
(Contra Birdsall v. Coolidge, 93 U. S. 64, q. v., infra).

Westlake v. Carter, 6 Fish. 520 ; 4 Gaz. 639. Infringement by building
a patent truss bridge. Plaintiff entitled to recover ordinary builder's profits.

Smith v. O'Connor, 6 Fish. 469. SAWYER, J. Making and selling a

water-closet; bill for profits and damages under act of 1870. Not sent to
master; but court allowed four dollars a closet, calling it damages, and con-
sidering the number sold, the old prices, and the reduction caused by
defendant's competition. Judgment for $632. Court refused to treble,
because there was a reasonable ground of contest.

1874. Packet Co. v. Sickles, 19 Wall. 611. An established license-fee
is to govern. Even in equity, the rule of defendant's profits as the basis of
recovery has produced results calculated to suggest distrust of its universal
application. There were in this case peculiar contract relations between
the parties, which inclined the court to the defendant. The defendant
proved that the plaintiff licensed everybody who would pay, and showed
the prices. Infringement was by using a cut-off on the defendant's steamer.
See Sickles v. Borden, 3 Blatch. 544.

1875. Dent. Vulc. Co. v. Van Antwerp, 9 Gaz. 497. NIxoN, J. Dis-
tinction between damages and profits stated. Recovery of former was
allowed on the basis of a license-fee. If no license-fee had been estab-
lished, the defendant's profits would have been one criterion.

Burdell v. Denig, 92 U. S. 716. Profits are not the primary or true
criterion of damages : a license-fee is to govern. Plaintiff had a territorial
right to use sewing-machines, and had indicated his intended manner of use
by making, for a consideration, an irrevocable power of attorney to an agent
to grant licenses to every one whom he could induce to take them. For a
fuller statement of the facts of this case, see an opinion at the circuit,
2 Fish. 588, and p. supra.

1876. Buerk v. Imhauser, 10 Gaz. 907. JoHNsoN, J. Making and
selling watches with plaintiff's improvement. Plaintiff's watches and
defendant's watches differed in appearance. The court held that it did not
appear that those who bought defendant's watches would have bought
plaintiff's, and this was not to be presumed; citing Seymour v. McCormick,
16 How. 491.

Birdsall v. Coolidge, 93 U. S. 70. Amalgamating pans were used for
a short period only, and their use voluntarily discontinued. The court
below allowed, as damages, $100 for each, which was the price the plaintiff
charged for a license. The defendant objected, and the case was reversed
on this ground.

1877. 'Mulford v. Pearce, 11 Gaz. 741. SHIPMAN, J. The patent
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was held to be not for a process, but for a new article, -a watch chain
made of hollow tubing. The plaintiff was allowed as damages all that he
would have gained on the chains manufactured by the defendant, if he had
made and sold them.

Goulds Manuf. Co. v. Cowen, 12 Gaz. 942; 12 Blatch. 243. JOHNSON, J.

Infringement by making and selling pumps. Proof was that in the oil
regions no pump could be sold, except those made by plaintiff. As the
patent covered only one feature, held, that this did not show that the sale
was due to this improvement. Nominal damages only allowed.

1878. Marsh v. Seymour, 13 Gaz. 727. Supreme Court. The defend-
ants made infringing harvesters. The plaintiffs claimed damages as for
a license-fee. The master allowed $5 on each machine made and sold, and
six cents on each machine made but not sold; further sales were enjoined.
This result was affirmed on appeal.

Ingersoll v. Husgrove, 13 Gaz. 966. Infringement by making and
selling cuspadors with a patent weighted bottom. The patentee reduced
his selling prices, and this was largely due to the competition of the defend-
ant and other infringers. They sold cuspadors which he would otherwise
have sold at aprofit, and a large portion of that profit would be due to the
patented feature. The evidence appears to have been as full as would
satisfy the mind of a business man: but the court held that the plaintiff
must show not only the fact of injury, but also the precise quantum, by
positive proof, and not hy estimates or opinions of experts; and ordered
nominal damages only, and that the plaintiff pay the costs of the reference
to the master. The case illustrates the inadequacy of damages to afford
compensation.

JAMES J. STORROW.


